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Decision

Summary of the facts

By an application filed on 7 January 2000 the appellant seeks to register

THE TASTE OF ARTIFICIAL STRAWBERRY FLAVOUR

as agudatory trade mark for the following goods:

Class5- Pharmaceutical preparations.

The appdlant offered a description of the mark in the following terms. * The mark
congsts of the taste of artificid strawberry flavour.”

By letter of 21 February 2000 the examiner informed the gppd lant that the mark was
not eigible for registration because it did not comply with Article 7(1)(a) and (b) of
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (‘CTMR’) (OJEC 1994 No L 11, p. 1; OJ OHIM 1/95, p. 52). The examiner
argued asfollows:

The mark is not capable of being represented graphically. The vague description
‘artificia srawberry flavour’ does not dlow for comprehenson of the actud
taste being referred to; Snce a strawberry taste may be smulated in many
different ways with variable results. The mark is too indefinite in nature and
scope to perform the function of distinguishing the goods or services of one
undertaking from those of other undertakings. It is therefore not digible for
registration under Article 7(1)(@) CTMR.

The mark is devoid of digtinctive character because, in relation to pharmaceutica

preparations, the taste of strawberry is one of many common tastes used as a
flavouring to mask the otherwise unpleasant taste of the products. In relation to
sanitary products which are not for buccd hygiene, the mark will be whally
overlooked because there is no reason for the consumer to taste these products.

The mark istherefore not eigible for registration under Article 7(1)(b) CTMR.

By letter of 20 April 2000 the gppellant disputed the examiner’s view that the trade
mark was not digible for regigration. It argued as follows:

The purpose of the graphical representation is to alow third parties to ascertan
what is being protected by the trade mark. The graphica representation of asign
must be such that third parties, when consulting the Community Trade Mark
Bulletin, can undersand immediatedly what the object of the trade mark
protection is. Whether such a graphical representation conssts of a device, a
shape or form, a written word or words, or a verba description is irrdevant
provided that the am is atained. In this respect, a taste is Smilar to a smell in
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that it can be the subject of a verba description which conveys the necessary
information for the public to grasp which taste or smell is being protected.

There are only two ways to reproduce the strawberry taste. On the one hand,
there is the ‘naturd’ taste, which reproduces a taste as close as possible, if not
identical, to that of a fresh Srawberry. On the other hand, there is the ‘atificia’

strawberry taste, which does not purport to reproduce the taste of fresh
srawberries. On the contrary, it is a very swest, purposefully artificid flavour,
which, in particular, gopeds strongly to children. The atificid strawberry taste is
commonly used, for ingtance, in confectionery. It goes without saying that, most
of the time, no fresh strawberry goes into the making of the product reproducing
the artificid strawberry taste, which is composed of chemical flavours. The taste
of atificid srawberry flavour is one which everyone immediately recognises
from experience, since it is a taste which immediately brings back memories of
sweets and tastes pleasantly associated with childhood. The inherent nature and
purpose of the goods in question is not dependent on their taste. Such goods are
not consumed for their pleasant taste, whether ‘artificid strawberry taste’ or
otherwise, but because they have specific therapeutic functions.

The taste added to the goods is a Sgn, the purpose of which is to distinguish the
goods of one undertaking from those of other undertakings, and dearly fdls
within the definition of Artide4 CTMR.

There may be many tastes which can be used for various purposes, for instance,
to mask an otherwise unplessant taste or to give an dtractive taste to an
otherwise bland product and therefore distinguish it from other goods of the
same or Smilar nature, just as there are many different shapes of products or
their packaging used for the same purpose. The range of available tagtes is so
broad that it cannot be said that one specific taste is necessary in relation to
goods which do not, by nature, have ataste.

4 By letter of 27 June 2000 the examiner raised a further objection under Article
7(1)(c) CTMR. He argued asfollows

The mark would appear to be descriptive of characteristics of pharmaceutica
preparations. A sign or other indication which designates characterigtics of the
goods is bared from regigtration as a Community trade mark under Article
7(2)(c). The taste of artificid strawberry flavour is obvioudy an ingredient widdy
used in the pharmaceutical and food industries. The mark congsts entirely of a
desrable characterigic for such goods. In particular, the mark as a whole
without any digtinctive dteration or addition merely indicates that pharmaceutica
and dietetic substances adapted for medica use contain or have the taste of
atificd strawberry flavour. Such a sgn on indication is legitimately required by
other tradersto indicate characteristics of their competing goods.
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By letter of 29 November 2000 the examiner notified the gppellant of his decison
(hereefter ‘the contested decison’) that the trade mark was not digible for
regigration under Article 7(1)(b) and (¢) CTMR on the grounds dtated in the
examiner’s previous correspondence. The examiner waived the objection based on
Article 7(1)(@) CTMR.

On 29 January 2001 the gppdlant filed a notice of gpped againgt the contested
decison. The grounds of apped were filed on 29 March 2001.

The apped was submitted to the examiner for interlocutory revison, pursuant to
Article 60 CTMR. It was remitted to the Boards of Appeal on 19 April 2001.

Grounds of appeal
The gppdlant’ s arguments may be summarised as follows:

— A trade mark is not digtinctive, when it is the necessary, generic or usud
designation of the products or services covered by the trade mark application.

—  The manufacturer of pharmaceutical products may add a specific taste to such
goods, ether to mask an otherwise unpleasant taste, or to make the goods in
question more attractive to consumers, and therefore incite consumers to choose
this manufacturer’ s goods rather than his competitors equivaent goods.

— A taste, whichever flavour it may conss of, is naither necessary nor generic in
relaion to pharmaceutical products. Therefore, it cannot be said that the taste of
atificd grawberry flavour is usud in relaion to pharmaceutical products. It is
quite uncommon for a pharmaceutical substance to have a pleasant taste and in
particular the taste of artificid strawberry flavour.

—  The necesdity to use a conventiond trade mark to name and to prescribe the
product does not prevent the manufacturer from protecting a taste mark in
relation to the same product. As an example, severd sound marks are used in
combination with a word mark. A product or service cannot be referred to
merely by a sound. Nevertheless, it is now broadly accepted that a sound can
conditute a vaid trade mark. The same argument agpplies to trade marks
congsting of logos, shapes or colours. Nevertheless, al these Signs can condtitute
vaid trade marks. Thus, the fact that a pharmaceutica product needs to be
referred to by a name does not dter the fact that the said product can aso be
known and sdected for its specific and digtinctive taste, which aso distinguishes
it from other pharmaceutica products.

— In redion to most pharmaceutica preparations, the person who sdects the
goods is not the end consumer, but the doctor who writes the prescription.
Therefore, it is irrdevant that the taste can only be ascertained after purchase.
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The doctor who prescribes the product will prescribe a pleasant tasting product,
rather than other pharmaceutica products with equivalent medica indications,
because he knows that the consumer will accept it more readily dueto itstaste.

— The taste of a pharmaceutical preparation does not describe that kind of
product. The taste of artificid strawberry flavour is not the essentid characterigtic
and function of a pharmaceutica preparation.

Reasons

9 Theappea complieswith Articles 57, 58 and 59 CTMR and Rule 48 of Commission
Regulation (EC) No 2868/95 of 13 December 1995 implementing Council
Regulation (EC) No 40/94 on the Community trade mark (OJ EC 1995 No L 303,
p. 1; OJOHIM 2-3/95, p. 258). It istherefore admissible.

10 Articde4 CTMR provides.
‘A Community trade mark may condst of any sSgns capable of being represented
graphicaly, paticulaly words, including persond names, designs |etters,
numerds, the shape of goods or of their packaging, provided that such signs are
cgpable of distinguishing the goods or services of one undertaking from those of
other undertakings.’
11 Aride 7 CTMR providesin materid part:
‘1. Thefollowing shdl not be registered:
(@ dgnswhichdo not conform to the requirements of Article 4;
(b) trade marks which are devoid of any digtinctive character;
(c) trade maks which condst exclugvely of dgns or indications which may
sarve, in trade, to designate the kind, qudity, quantity, intended purpose,

vaue, geographicd origin or the time of production of the goods or of
rendering of the service, or other characteristics of the goods or service;

2. Paragraph 1 shdl apply notwithstanding that the grounds of non-regigrability
obtain in only part of the Community.

12 The Board notes that a the time when the examiner waived the objection under
Article 7(1)(@) CTMR in conjunction with Article 4 CTMR the Court of Jugtice had
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13

14

15

16

not yet given its judgment in Case C-273/00 S eckmann (judgment of 12 December
2002, not yet published). In that judgment the Court held that in respect of an
olfactory sgn the requirement of graphic representability is not saidfied by a
description in written words. Logicaly the same would gppear to apply to gustatory
sgns.

In any event it is not necessary to rule on that issue snce the objection based on
Article 7(1)(b) CTMR iswdl founded.

The underlying purpose of Article 7(1)(b) to () CTMR isto prevent sgns which any
trader may legitimatey wish to use from being reserved to the exclusve use of asingle
undertaking by means of regidration as a trade mark: see judgment of the Court of
Firgt Instance of 2 July 2002 in Case T-323/00 SAT.1 Satelliten Fernsehen GmbH
v OHIM (‘SAT.2) [2002] ECR [1-2839, at paragraph 36. That has been confirmed
by the Court of Justice in its judgment of 6 May 2003 in Case C-104/01 Libertel v
Benelux-Merkenbureau (‘Orange'), a paragraphs 49 to 51. In that judgment the
Court hdd thet there is a public interest in not unduly restricting the availability of
colours for other traders who offer for sale goods or services of the same type as
those in respect of which regigtration is sought (see paragraph 55 of the judgment).
The same reasoning appears to apply to tastes.

Any manufacturer of products such as pharmaceutica preparations is entitled to add
the flavour of artificid strawberries to those products for the purpose of disguisng any
unpleasant taste that they might otherwise have or smply for the purpose of making
them pleasant to tagte. If the gppellant were given an exclusive right to use such a
‘9gn’ under Artice 9 CTMR, that would interfere unduly with the freedom of the
appdlant’s competitors.

Even if the anti-competitive effects of regidration of the TASTE OF ARTIFICIAL
STRAWBERRIES as a trade mark are disregarded, it isin any event clear that such
a taste cannot distinguish the pharmaceutica preparations of one undertaking from
those of another. A feature that any manufacturer of such goods is entitled to use
cannot diginguish the goods of one manufacturer from those of competing
undertakings. Moreover, the taste is unlikely to be perceived by consumers as atrade
mark; they are far more likely to assume that it is intended to disguise the unplessant
taste of the product: see the Decision of 5 December 2001 in Case R 711/1999-3
THE SMELL OF RASPBERRIES, at paragraph 43.
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Order
On those grounds,
THE BOARD
hereby:
Dismissesthe appeal.
S. Mandel D.T. Keding P. Dyrberg

Regidrar:

E. Gadind
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